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This is a decision on the petition to withdraw the final action as premature, filed December 8, 
2005, pursuant to 37 CFR § 1,181. 

Petitioner alleges that the examiner erred in holding the Office action mailed September 2, 2005 
final and requests withdrawal of finality of the Office action. It has been contended by the 
petitioner that words added to the new claims find support in the specification and claims 
originally filed, no new matter was included, the prior art used was not in an IDS provided by 
appUcants or supplied by the examiner, that the majority of the outstanding Office action 
addressed issues initially developed and the examiner failed to present the newly cited art in the 
first Office action. 

MPEP §706.07(a) [R-1] Final Rejection, When Proper on Second Action, states in part: 
Due to the change in practice as affecting final rejections, older decisions on 
questions of prematureness of final rejection or admission of subsequent 
amendments do not necessarily reflect present practice. 

Under present practice, second or any subsequent actions on the merits shall be 
final, except where the examiner introduces a new ground of rejection that is 
neither necessitated by applicant's amendment of the claims nor based on 
information submitted in an information disclosure statement filed during the 
period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR L17(p). 

Applicant admits, and the file record confirms that the originally presented claims 1-20 were 
cancelled in appUcant's response and that new claims 21-31 were presented for examination with 
claims 21 and 26 being the only independent claims. Therefore, the issue to be addressed in 
determining the appropriateness of the finality of the September 24, 2005 Office action, is 
whether or not applicant's response necessitated the examiner's new ground of rejection. 

Applicant admits that the amendment to claim 26, "following the word 'whereby', indicated a 
function well-described in Applicant's specification". Given that applicant has added descriptive 
language from their specification which was not in an originally presented claim, then applicant 
has altered the scope of originally presented claim 7. 

Regarding applicant's comments with respect to new independent claim 21, applicant is correct 
that the language of claim 21 incorporates language from canceled claims 1 and 5. However, 
upon inspection, canceled claim 5 did not depend directly from cancelled claim 1. Rather 
canceled claim 5 indirectly depended from claim 1 via claims 2, 3, and 4. In other words, the 
limitations of cancelled claim 5 included all of the limitations in cancelled claims 1, 2, 3 4 and 5. 
Therefore, appUcant's presentation of new claim 21 which only includes the limitations from 
cancelled claims 1 and 5, has altered the scope of previous claim 5 and therefore the claim does 
not have the same meets and bounds as previously presented. 
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It is apparent that applicant has cancelled the previously presented claims 1-20 and that newly 
presented independent claims 21 and 26 have been altered in scope. 

Therefore, applicant's amendment necessitated the examiner's new ground of rejection and in 
accordance with MPEP §706.07(a), the next action was appropriately made final based upon the 
new grounds of rejection. 

Accordingly, the petition to withdraw finality is DENDED . 

The application file will be forwarded to the examiner for consideration of applicant's 
amendment after final submitted simultaneously with the subject petition. 




Mark Powell, Director 
Technology Center 2600 
Communications 



